PokM PTO-1390 (Modified) U.S. DEPARTMENT ^■^MMERCE PATENT AND TRADEMARK OFFICE 

(REV H-2000) 

TRANSMITTAL LETTER TO THE UNITED STATES 
DESIGNATED/ELECTED OFFICE (DO/EO/US) 
CONCERNING A FILING UNDER 35 U.S.C. 371 



AT 

UAB-16102/22 



r/PTo u Fee 2002 



U.S. APPLICATION NO. (IF KNOWN, SEE 37 CFR 1.5) 

10/009,972 * 



INTERNATIONAL APPLICATION NO. 

PCT/USOO/40165 



INTERNATIONAL FILING DATE 

8 JUNE 2000 



PRIORltY DATE CLAIMED 

8 JUNE 1999 



TITLE OF INVENTION 

HERPES SIMPLEX VIRUS EXPRESSING FOREIGN GENES AND METHOD FOR TREATING CANCERS 
THEREWITH 



APPLICANT(S) FOR DO/EO/US 

WHITLEY, Richard J.; MARKERT, James Mac Dowell; GILLESPIE, George Yancey; PARKER, Jacqueline, Ness 



Applicant 

□ 



□ 

□ 
□ 



□ 



□ 



8. 


□ 


9. 


El 


10. 


□ 


11. 


□ 
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n 
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13. 


□ 
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□ 
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□ 


16. 


- □ 


17. 


□ 


18. 


□ 


19. 


□ 


20. 


□ 


21. 


□ 


22. 




23. 





herewith submits to the United States Designated/Elected Office (DO/EO/US) the following items and other information: 
Tliis is a FIRST submission of items concerning a filing under 35 U.S. C. 371 . 

This is a SECOND or SUBSEQUENT submission of items concerning a filing under 35 U.S.C. 371. 

This is an express request to begin national examination procedures (35 U.S.C. 371(f)). The submission must include itens (5), 

(6), (9) and (24) indicated below. 

The US has been elected by the expiration of 19 months from the priority date (Article 31 ). 
A copy of the International Application as filed (35 U.S.C. 371 (c) (2)) 

a. □ is attached hereto (required only if not communicated by the International Bureau). 

b. □ has been communicated by the hilemational Bureau. 

c. □ is not required, as the application was filed in the United States Receiving Office (RO/US). 
An English language translation of the International Application as filed (35 U.S.C. 371(c)(2)). 

a. □ is attached hereto. 

b. □ has been previously submitted under 35 U.S.C. 1 54(d)(4). 

Amendments to the claims of the International Application under PCT Article 19 (35 U.S.C. 371 (c)(3)) 

a. □ are attached hereto (required only if not communicated by the International Bureau). 

b. □ have been communicated by the International Bureau. 

c. □ have not been made; however, the time limit for making such amendments has NOT expired. 

d. □ have not been made and will not be made. 

An English language translation of the amendments to the claims under PCT Article 19 (35 U.S.C. 371(c)(3)). 

An oath or declaration of the inventor(s) (35 U.S.C. 371 (c)(4)). 

An English language translation of the annexes to the International Preliminary Examination Report under PCT 
Article 36 (35 U.S.C. 371 (c)(5)). 

A copy of the hitemational Preliminary Examination Report (PCT/IPEA/409). 
A copy of the hitemational Search Report (PCT/ISA/210). 

13 to 20 below concern document(s) or information included: 

An Infomiation Disclosure Statement under 37 CFR 1.97 and 1.98. 

An assigmiient document for recording. A separate cover sheet in compliance with 37 CFR 3.28 and 3.31 is included. 
A FIRST preliminary' amendment. 

A SECOND or SUBSEQUENT preliminary amendment. 
A substitute specification. 

A change of power of attorney and/or address letter. 

A computer-readable form of the sequence listing in accordance with PCT Rule 13ter.2 and 35 U.S.C. 1.821 - 1.825. 
A second copy of the published international application under 35 U.S.C. 154(d)(4). 

A second copy of the English language translation of the international application under 35 U.S.C. 154(d)(4). 
Certificate of Mailing by Express Mail 
Other items or information: 

postcard 
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PCTUS1/REV03 



i;.S.* APPLICATION NO. (IF KNONVR^EeTt^I^ 

10/009,972 



5) 



INTERNATIONAL APPLICATION NO. 
PCT/USOO/40165 



ATTORNEY'S DOCKET NUMBER 
UAB-16102/22 



24. The following fees are submitted:. 

BASIC NATIONAL FEE ( 37 CFR 1.492 (a) (1) - (5)) : 

Neither international preliminary examination fee (37 CFR 1.482) nor 
international search fee (37 CFR 1 .445(aX2)) paid to USPTO 

and International Search Report not prepared by the EPO or JPO SI 040. 00 

International preliminary examination fee (37 CFR 1.482) not paid to 
USPTO but International Search Report prepared by the EPO or .TPO 

International preliminary examination fee (37 CFR 1.482) not paid to USPTO 
but international search fee (37 CFR 1.445(a)(2)) paid to USPTO 

International preliminary examination fee (37 CFR 1 .482) paid to USPTO 
but all claims did not satisfy provisions of PCT Article 33(1 )-(4) 



□ 



□ 



□ 



□ 



$890.00 



S740.00 



$710.00 



□ 



International preliminary examination fee (37 CFR 1.482) paid to USPTO 
and all claims satisfied provisions of PCT Article 33(1 )-(4) 



$100.00 

ENTER APPROPRIATE BASIC FEE AMOUNT = 



CALCULATIONS PTO USE ONLY 



$0.00 



Surcharge of $130.00 for furnishing the oath or declaration later than 
months from the earliest claimed priority date (37 CFR 1 .492 (e)). 



□ 20 



^ 30 



$130.00 



CLAIMS 



NUMBER FILED 



NUMBER EXTRA 



RATE 



Total claims 



-20 = 



0 



X $18.00 



$0.00 



Independent claims 



X $84.00 



$0.00 



Multiple Dependent Claims (check if applicable). 



□ 



$0.00 



TOTAL OF ABOVE CALCULATIONS = 



$130.00 



Applicant claims small entity status. See 37 CFR 1.27). The fees indicated above are 
reduced by 1/2. 



S65.00 



SUBTOTAL = 



$65.00 



Processing fee of $130.00 for furnishing the English translation later than 
months from the earliest claimed priority date (37 CFR 1 .492 (0)- 



□ 20 



□ 30 



so.oo 



TOTAL NATIONAL FEE 



S65.00 



Fee for recording the enclosed assignment (37 CFR 1.21 (h)). The assigimient must be 
accompanied by an appropriate cover sheet (37 CFR 3.28, 3.31) (check if applicable). 



□ 



$0.00 



0E/£ [)/200e UEDUVI JE WOOOlSl imWi 
01 F|:s254 65.00 OP 



TOTAL FEES ENCLOSED 



$65.00 



Amount to be: 
refunded 



charged 



□ 
□ 



A check in the amount of 



$65.00 



to cover the above fees is enclosed. 
in the amount of 



to cover the above fees. 



Please charge my Deposit Account No. 

A duplicate copy of this sheet is enclosed. 

The Conunissioner is hereby authorized to charge any additional fees which may be required, or credit any overpayment 

to Deposit Account No. 07-1180 A duplicate copy of this sheet is enclosed. 

Fees are to be charged to a credit card. WARNING: hifonnation on this fonn may become public. Credit card 
information should not be included on this form. Provide credit card information and authorization on PTO-2038. 



NOTE: Where an appropriate time limit under 37 CFR 1.494 or 1.495 has not been met, a petition to revive ([37 CEI 
1.137(a) or (b)) must be filed and granted to restore the application to pending status. 

SEND ALL CORRESPONDENCE TO: 



Ellen S. Cogen 

Gifford, Krass, Groh, Sprinkle, 

Anderson & Citkowski, P.C. 
280 N. Old Woodward Avenue, Ste. 400 
Birmingham, MI 48009-5394 
(248) 647-6000 




SIGNATURE 
Ellen S. Cogen 



NAME 
38,109 




DATE 
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Docket No. 
UAB-16102/22 



Declaration and Power of Attorney For Patent Application 

English Language Declaration 

As a below named inventor, I hereby declare that: 

My residence, post office address and citizenship are as stated below next to my name, 

I believe I am the original, first and sole inventor (if only one name is listed below) or an original, 
first and joint inventor (if plural names are listed below) of the subject matter which is claimed and for 
which a patent is sought on the invention entitled 

HERPES SIMPLEX VIRUS EXPRESSING FOREIGN GENES AND METHOD FOR TREATING CANCERS 
k 'THEREWITH 



l^he specification of which 



yjcheck one) 
pp is attached hereto. 

Cgj was filed on 8 JUNE 2000 as United States Application No. or PCT International 



Application Number PCT/usoo/40i65 



and was amended on i OCT. 2001 



(if applicable) 

Q hereby state that I have reviewed and understand the contents of the above identified specification, 
jHncluding the claims, as amended by any amendment referred to above. 

3 acknowledge the duty to disclose to the United States Patent and Trademark Office all information 
jSrknown to me to be material to patentability as defined in Title 37, Code of Federal Regulations, 

'"Section 1.56. 

I hereby claim foreign priority benefits under Title 35, United States Code, Section 119(a)-(d) or 
Section 365(b) of any foreign application(s) for patent or inventor's certificate, or Section 365(a) of 
any PCT International application which designated at least one country other than the United 
States, listed below and have also identified below, by checking the box, any foreign application for 
patent or inventor's certificate or PCT International application having a filing date before that of the 
application on which priority is claimed. 

Prior Foreign Application(s) Priority Not Claimed 

□ 

□ 
□ 



(Number) (Country) (Day/Month/Year Filed) 



(Number) (Country) (Day/Month/Year Filed) 



(Number) (Country) (Day/Month/Year Filed) 



Form PTO-SB-01 (9-95) (Modified) 



P02/REV02 



Patent and Trademaric Office-U.S. DEPARTMENT OF COMMERCE 
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I hereby claim the benefit under 35 U.S.C. Section 119(e) of any United States provisional 
application(s) listed below: 



60/138,173 


8 JUNE 1999 


(Application Serial No.) 


(Filing Date) 


60/144,314 


16 JULY 1999 


(Application Serial No.) 


(Filing Date) 


(Application Serial No.) 


(Filing Date) 



I hereby clainn the benefit under 35 U. S. C. Section 120 of any United States application(s), or 
Section 365(c) of any PCT International application designating the United States, listed below and, 
insofar as the subject matter of each of the clainns of this application is not disclosed in the prior 
United States or PCT International application in the manner provided by the first paragraph of 35 
U.S.C. Section 112, I acknowledge the duty to disclose to the United States Patent and Trademark 
.Office all information known to me to be material to patentability as defined in Title 37, C. F. R., 
•J^ection 1.56 which became available between the filing date of the prior application and the national 
mr PCT International filing date of this application: 





PCT/USOO/40165 


8 JUNE 2000 


PENDING 




(Application Serial No.) 


(Filing Date) 


(Status) 

(patented, pending, abandoned) 




(Application Serial No.) 


(Filing Date) 


(Status) 

(patented, pending, abandoned) 




(Application Serial No.) 


(Filing Date) 


(Status) 

(patented, pending, abandoned) 



I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that 
such willful false statements may jeopardize the validity of the application or any patent issued 
thereon. 
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POWER OF ATTORNEY: As a named inventor, I hereby appoint the following attorney(s) and/or 
agent(s) to prosecute this application and transact all business in the Patent and Trademark Office 
connected therewith, (list name and registratjon number) 



:mest 1. Giffor d, 20,644 
'^llen M. KrassU&iZII 
Irvin L. GrohJi5fi§ 
Douglas W. Sorink lgT 27.394 
Thomas E. Anderso n. 31^318 
Ronald W. Citkowsk^uJULfiOS 
Judith M. Ri ley, 31, 561 
Douglas J. McEvoy, Sf^3S5 



Ellen S. Coge^.,-i&4il2. 
John G. Posa> 37.424 



Roberta J. Morri s, 33,196 
Avery N. GoldsteTn r39,20 4 
Douglas L. Wathpi ^41,36g^ 
Mark D. Schneide r. 43.906 
Beverly M. Bunting^,072 



\ 



Send Correspondence to:/ ^^8^" 

Gifford, Krass, Groh, Sprinkle, Anderson & Citkowski, P.C. 

280 N. Old Woodward Avenue, Suite 400 

Birmingham, MI 48009-5394 



LDirect Telephone Calf 



Tameand telephone number) 
Ellen Cogen at (248) 647-6000 



Full name of sole or first inventor 
Richard J. Whitlev 




citizenship 
US 



ice y 

nghanvA 



I- 3 - o2^ 



Date 



iabama 



Post Office Address 

216 Shades Crest Circle 



Birmingham, AL 35216 



Full name of second inventor, If any 
James MacDowell Mark( 



Second Inventor's signature 



Residence 



Birmingham^Alabama 





Date 



Citizenship 
US 



Post Office Address 

4416 Clairmont Avenue 



Birmingham, AL 35222 
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Full name of third inventor, if any 
George Yancey Gillespie 



Third inventor's 




Date 



Citizenship 
US 



Post Office Address 
4149 Cliff Road 



Birmingham, AL 35222 



Full name of fourth inventor, if any 
Jacqueline ^^i^ss Parker 



Fourth invej 



signature 




0/ 



Date 



labama 



Citizenship 
US 



Post Office Address 

2317 Misty Ridge Circle 



Birmingham, AL 35226 



Full name of fifth inventor, if any 



Fifth inventor's signature 



Date 



Residence 



Citizenship 



Post Office Address 



Full name of sixth inventor, if any 



Sixth Inventor's signature 



Date 



Residence 



Citizenship 



Post Office Address 
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